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REMARKS 

Claims 1, 3-15, and 17-26 are pending in the present application. 

At the outset, Applicants wish to thank Examiner Haq for recognizing the Claims 2- 
14 are free from the art of record. Reconsideration of the outstanding rejections is requested 
in view of the following. 

The rejection of Claims 1-26 under 35 U.S.C. §112, second paragraph, is obviated in 
part by amendment and traversed in part. 

With respect to items 6 on page 2 of the outstanding Office Action, Applicants 
disagree with the Examiner's allegation that this term "silylated organic compound" is 
indefinite for the reasons already of record. Nonetheless, to avoid any needless delay, 
Applicants have amended the claims to define the this term in Claims 1 and 15 as set forth in 
Claims 2 and 16, respectively. As such, this point of criticism is believed to be moot. 

In item 7 of the outstanding Office Action, the Examiner alleges that Claim 1 has 
omitted an essential step. The step that the Examiner alleges is missing is a "detecting and/or 
measuring step for the appearance of desilylated organic compound or disappearance of 
silylated organic compound." However, Applicants respectfully direct the Examiner's 
attention to the second step in Claim 1, which already recite the allegedly missing language. 
Applicants note that the Examiner has not provided any substantive response to Applicants 
prior traversal of this rejection, but rather has merely restated the rejection. The Examiner is 
reminded that MPEP §707.07(f) requires that "Where the applicant traverses any rejection, 
the examiner should, if he or she repeats the rejection, take note of the applicant's argument 
and answer the substance of it." Therefore, it is submitted that Claim 1 has not omitted an 
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essential step and that the procedural guidelines for making this rejection have not been 
satisfied. 

In maintaining the rejection in item 8, the Examiner alleges that "the claims is a 
composition claim and it is unclear how this term "means, for detection" fits in the component 
of this composition claims. The components of a composition claims should be clearly stated 
to make the claim definite." First, Applicants wish to direct the Examiner's attention to the 
fact that Claim 15 is not a composition claim. Claim 15 is drawn to a kit for detecting and/or 
measuring the concentration of fluoride (F) or hydrogen fluoride (HF) in a sample. The 
components of the kit are clearly defined as being: 

(a) a silylated organic compound which is desilylated when it is in the presence of 
fluorine or hydrofluoric acid; and 

(b) a means for detecting, in aqueous solution, the appearance of the desilylated 
organic compound or the disappearance of the silylated organic compound. 

Thus, the components of the kit claim (Claim 15) are clearly stated. Further, with 
respect to item 8 in the outstanding Office Action, Applicants submit that the term "means for 
detecting" is perfectly clear and readily understood to the skilled artisan. This is especially 
true when the claims are read in view of the specification. The Examiner's attention is 
directed to MPEP §2173.02, which states: 

Definiteness of claim language must be analyzed, not in a vacuum, but 
in light of: 

(A) The content of the particular application disclosure; 

(B) The teachings of the prior art; and 

(C) The claim interpretation that would be given by one possessing the 
ordinary level of skill in the pertinent art at the time the invention was 
made. 

Applicants submit that the artisan would readily understand the meaning of the term 
"means for detecting" by referring to page 3, line 34 to page 4, line 18, page 25, line 32 to 
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page 26, line 10, as well as the remaining description of the present application, and the 
Examples therein. 

In view of the foregoing, withdrawal of this ground of rejection is requested. 

The rejection of Claim 1 under 35 U.S.C. §112, first paragraph (enablement), is 

obviated by amendment. 

Applicants disagree with this ground of rejection for the reasons already of record. 
Nonetheless, to avoid any needless delay, Applicants have amended Claim 1 to define the 
term "silylated organic compound" as set forth in Claim 2, which the Examiner recognizes as 
being enabled. As such, this point of criticism is believed to be moot. 

Withdrawal of this ground of rejection is requested. 

The rejections of: (a) Claim 1 under 35 U.S.C. § 102(b) over Descalzo et al, and (b) 
Claim 15 under 35 U.S.C. §103(a) over Descalzo et al , are respectfully traversed. 

The Examiner alleges that Claims 1 and 15 are not novel in view of the disclosure of 
Descalzo et al . In making this rejection, the Examiner states that silylated organic 
compounds are disclosed in said document (on line 1 of page 563). Applicants disagree with 
this ground of rejection on the reasoning therein for the reasons already of record, which are 
restated and further augmented below. Nonetheless, Applicants note that Claims 1 and 15 
has been amended to define the term "silylated organic compound" as set forth in Claims 2 
and 16, respectively, which the Examiner recognizes as being free from the disclosure of 
Descalzo et al . As such, this ground of rejection is believed to be moot. Nonetheless, 
Applicants make the following comments: 
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Descalzo et al discloses a method for a fluoride determination in water based on the 
specific reaction of fluorhydric acid with a MCM-41 solid matrix (mesoporous silica solid 
matrix ) functionalized with fluorescent or coloimetric signaling units. The mesoporous 
MCM-41 can be first functionalized with 3-aminopropyltriethoxysilane in refluxing toluene, 
this amino functionalized solid is then reacted with a) 9-anthraldehyde; b) lissamine 
rhodamine p sulfonyl chloride and c) 4-{2-[4-(dimethylamino)phenyl]diazenyl}benzoic acid, 
thus giving functionalized solids SI, S2, and S3 (see scheme 1). 

However, Descalzo et al does not disclose nor suggest the claimed method wherein a 
sylilated organic compound is used in solution for detecting and/or measuring the 
concentration of fluoride or hydrogen fluoride in a sample. 

As shown in Table 1 of Descalzo et al , the analysis is based on the reaction of fluoride 
with functionalized solids SI, S2 and S3 (see Scheme 1) which are essentially mineral 
compounds and not organic compounds as the silylated organic compounds of claim 1 . 

Moreover,.the functionalized solids of Descalzo et al are not in solution as 
demonstrated on page 562, right column, third paragraph, said solid are in suspension and not 
in solution. Moreover, as mentioned on page 562, right column, 1 1 th line from the bottom 
"Functionalized solids SI, S2 and S3 can also be obtained in a monolithic conformation" 
clearly such solids cannot be in solution. 

From the foregoing, Applicants submit that Descalzo et al do not disclose or suggest 
the claimed method wherein a silylated organic compound is used in solution for detecting 
and/or measuring the concentration of fluoride or hydrogen fluoride in a sample. Further, in 
Descalzo et al the functionalized solids SI, S2 and S3 are in suspension and not in solution 
and are even used in a "monolithic conformation". 

• The compounds of Descalzo et al are essentially mineral compounds and not 
organic compounds as the silylated compounds now clearly defined in claim 1 by 
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incorporation in said claim of the formula of original claim 2. 

• Said mineral compounds are used in suspension, not in solution, and may be even 
used in a monolithic conformation. 

The Examiner's allegations on the record are contradictory and confusing. The 
Examiner assert " J>escalzo et al disclose reaction of silylated organic compound with fluoride 
sample in solution, A suspension of silylated. . . " This allegation and the conclusion drawn 
therefrom finds no support in Webster's dictionary as alleged. In fact, Applicants submit that 
a homogeneous mixture is not compulsorily a solution as alleged. In Descalzo et al the term 
"homogeneity" on page 562, right column, third paragraph is used to define a suspension 
(dispersion) including solid particles : "the mixture was then sonicated for 10 min to disperse 
the particles of the solid and obtain the maximum homogeneity possible in the suspension". 

Applicants submit that every artisan (i.e., a chemist) with even a elementary education 
would appreciate that a suspension is quite different from a solution. For the Examiner's 
reference, Applicants submit herewith the definition of a "suspension" given in the 
WEBSTER dictionary. From which it is clear that in a suspension the particles are mixed 
with but not dissolved in, for example, a liquid. This is precisely the case in Descalzo et al. 

In view of the foregoing, withdrawal of these grounds of rejection is requested. 

The rejections of Claims 15-26 under 35 U.S.C. § 103(a) over Salari et al or Tallent et 
al are respectfully traversed. 

The Examiner alleges that Claims 15 to 26 are obvious in view of Salari et al or 
Tallent et al . Applicants disagree and note that there is absolutely no suggestion in these 
references to combine in a kit a silylated organic compound and detection means for 
detecting in aqueous solution, the appearance of the desilylated organic compound or the 
disappearance of the silylated organic compound. For example, in Tallent et al a first 
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silylated compound (bis(tri-methylsilyl acetanide) is used to silylate lipolysates (thus giving a 
second silylated compounds) for GLC. Thus, clearly in Tallent et al the measuring means 
(GLC) are used to detect the appearance of a silylated compound and not the appearance of a 
desilylated compound or the disappearance of a silylated compound as in the kit of the 
present invention (claim 15). 

In maintaining this ground of rejection, the Examiner appears to allege that the 
language "appearance of the desilylated organic compound or the disappearance of the 
silylated organic compound" amounts to an intended use limitation. Clearly, from the plain 
language of the claims, this allegation is incorrect. Instead, the language "in aqueous 
solution, the appearance of the desilylated organic compound or the disappearance of the 
silylated organic compound" clearly defines the "means for detecting." Suitable means: 
falling within the scope of this definition would be appreciated by the artisan by reference to 
page 25, line 32 to page 26, line 10, which states: 

The means for detecting and/or measuring the appearance of the 
desilylated organic compound, or the disappearance of the silylated 
organic compound, in aqueous solution naturally depends on the detection 
and/or measurement method which is used for implementing the method 
of the invention. The methods which can be used are as defined above. 
The detection and/or measurement means can therefore comprise one or 
more of the following components: colored indicators, markers such as 
those mentioned above, enzymes, measurement means such as those 
mentioned above, antibodies which are required for detecting and/or 
measuring the silylated and/or unsilylated organic compound(s), etc. 

Again, it is noted that Salari et al and Tallent et al fail to disclose or suggest such a 
means as Tallent et al discloses a measuring means (GLC) that is used to detect the 
appearance of a silylated compound and not the appearance of a desilylated compound or the 
disappearance of a silylated compound as in the kit of the present invention (claim 15). 

In view of the silence of Salari et al and Tallent et al of the kit of the present 
invention, Applicants request that these grounds of rejection be withdrawn. 
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Applicants submit that the present application is in condition for allowance. Early 
notification to this effect is respectfully requested. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman F. Obion 




Vincent K. Shier, Ph.D. 
Registration No. 50,552 
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1 a : the stato of being suspended ; temporary cessation 
: $VS.*ENS/on <asKS for — of Judgment —hfar.chcsitr Guardian 
Wakly) p : the stote io which a temporary cessation of on**S 
legal right exists 2 a : mental uncertainty ; anxi$ty. aj»- 
PRCkensioH {.the thought Of tho — and terror that my absence 
must eo gender in my loved ones ^Elinor Wylie) <thc 
which was more terrible than any certainty ^ElScn Glasgow) 
b ; pleasani excitement as to a decision or outcome <a . 
hovel of 3 J the staie or character of being undecided, 
not decided, or doubtful i lack of certainty : iKOGClSlvtNcss 
(our next strategic move was Still in ~— SJc Winston Cfcujrchiil) 
^uapenjgo V\ adj CME, Ir. MF si^peni — more at 'swawsgi 
1 : wainng for the outcoow : held in suspension : SuspgNOSD. 
WITHHELD 2 ; HSSTTaKT, 6AVT10V5 
suspense account n ; an account for the le-mporar* entry of 
charges or credits pending determination of their ultimate 
disposition ^— often used of doubtful accounts receivable 
SUS.pcnse.iql \-)sfal\ adj : full O! Suspense ; marked by *tt$- 
pfcnSo <as ~ as a ghost story) <u druoa) <this convention 

ha* been moderately R.H.Rov«r*> (afier a ~ pause, 

everybody stood up — F. J, Warburg^ 
sus.pen-slon \sa'speochan\ n -s (IX suspension-, susprnsio, 
1:. L suspttiius (past par;, of surpr.id+Tj 
to suspend} + -la*-, 4o -ion] X z tho a b 

act of suspending or ihe siate or period 
of being suspended, interrupted, ot abro- 
gated <nis business duties forcod the ~ 
of his hobbies —Current Btogj) <en actress 
under ~~ from a moving-picturx studio 
for falling to report to work): as a : tem- 
porary forced withdrawal from the ex- 
ercise of office, powers, prerogu lives, 
privileges as a member Or communicant suspension fc: c 
<~ may be employed to remove an preparation, b per* 
apparently seriously objectionable boy or cusslon, c resctu- 
girl from school — H.R.Dougiass) <a uon 
rash of police takes place because of 
aliened shakedowns — R.E-Merriam> D ; temporary wJrh- 
hold^a$ (as of belief, decision, or judgment) C ; temporary 
remission of action or execution (as of a law, regulation, Or 
rule) d Scots law (I) : a judicial remedy to prevent a threat- 
ened, injury or to atop an unlawful proceedinj brought in the 
Bui Chamber before a lord ordinary who may require caution 
before granting emergency relief and who then bears the 
case on its merits — called also suspension and interdict 
(2) : a petition brought in th* Bill Chamber by « prisoner 
before a lord ordinary to satisfy him that the impaTSonment is 




illegal — called aiSo suspension and Uberatbjx e fl) ; 
holding over of one of more musical tones of a chord into the 



the 



lunce wmcn rcsoives aowow&ru \a ; me tone Uius 
>vec — compare RFTAXOaTtON 5 I j a penalty by which 
to is forbidden wholly or in part to exercise the power of 
s or oulcc or to enloy the fruits of his benefice g : stop- 



—5cott Hershey & Harry Tonnant) {article 140 provided that 
the constitutional court might ~ laws which violated the 
constitution — C J.Friedrlch) <the general constitutional 
guarantees for lorty-Hvu days — Current Slog.) d : to capso 
to be intermjttad or interrupted (as in motion or execution) 
<they <^td thoir oars to listen) 3 : to defer till later : rosr- 
M.ve; usu : to MthNold for a time on specified conditions <~ 
sentence on a convicted man) 4 • to hold in an undetermined 
or undecided etate awajtiog fuller information <~ judgment 
until further knowjady ; - — ~° * • 



following ehord, thus producing a momentary discord and 
Suspending the concord which tho oar expects; speaj : sueh a 
.dissonance which resolves downward (2) ; the tone thus 
held over — corap. 
a dene r " " 
orders oj 

page of payment of obligations Or engagements : ?ArjuvR5 
— uaed esp, of a business Of a bank h : a rhetorical device 
whereby the hearer Is kept in suspense over what is to follow 
or Over the Inference or conclusion to be drawn <**eye hith 
not seen, ear hath not hoard ..." is a ^) i ; an abbrevia- 
tion (as SfiS for IHEOT3 Jesua) consist Io* Of the first letter 
or the rirSt part of a <*crd accompanied by a Special mark 
tndJcaung the omission of rh* rest ; an abbreviation (as npf 
for pracipitatv) consisting of the first Jotter or part of a word 
and the first letter ox part o! the second or third syUablo of 
the word 2 a : the Set of hanging or the state of bring hung 
<thc simple sUko was employed lor th* Impalement a* wed 
as for the of those under sentence —Victor Sennit s*> ^S* 
h Q) : the SUtc of a snbstenco when its particles are mixed v*3 
with but u ndissolved i n a Quid cr Solid <dust particles in In 



atr> <ailt ul — in water) <dro plets in ^ in a gas) (2) : a 
balance hi this state <a of Una Sand in water) (3) i a 
o-Qhay sysse^i canristina of a Finely divided solid dispersed 
. a so Ud, liquid, or gas — compare oupEslSiom 4»*. EMUuiOH 
2a ? soLtmoN 70(1) 3 ; something suspended <iho swinging 
bridge, a ~ of steel c&blca with stOn* towors and a wooden 
w alkway — Amsr, Guide Series: Wrn«.) 4 a : a device by which 
something (as a magnetic needle) is suspended <a biilUr -w> 
0 ; tho system Of eprings and other devices supporting the 
upper pan of a vehicle on the axles {.independent front-whcol 
, has entirely replaced the rigid front axfo on American cars 
-—Joseph K«tner> c : the act, process, or manner in which 
1 the pendulum or torsion balance of a timepiece is suspended 
1 suspension bring* » ; a bridge that has its roadway suspended 
1 from two or more cables usu. passing over rowers and securoly 
anchored at tho ends, thst has cables consisting of wire rope, 
eyepajrs, or parallci wires wrapped spirally with wire to 
protect them and hold tbem in position, and that usu. has 
the tlOOr system made rigid by longitudinal stiffening trusses 
~- ace aajCPGE illustration . 

suspension feeder n • an animal that feeds on material (as 
planktonzc organisms) suspended in water and thai uSu. has ' 
various structural modification* for straining out its food 

et^specslon periods or suspension point* n pi - nsu. three 
Spaced periods csed 10 mark an omission of a word or group 
of words from a written context ' — compare SLLrrsis 3 

sn5.pen.8iva \*?<3pen(Osiv„ -)»5v also -)S»»\ ad) [ML sus- 
pcistvu*, fr. L suspends (past part, of suspttidrre) + -hzs 
-Ive J X : stopping CcmporarUy : tonding or harina the power 
to suspend S effecting suspension ; sus?ENoucc> 7 : charac- 
terized by suspense, suspended judgment, or in derisiveness 
<a — novel) 3 i characterixed by physical or rhetorical Sus- 
pension : manifesting suspension (~- sentences) (a — veto) 

SOSpensivn condition n, Roman, cftfl, <t Scots law : a con- 
dition depending apon an uncertain event which must be 
fulfilled before an obligation arises : cONDmow raeCEnt>rr 

sns.poa-oWe.Xy \-VsSMC, -h*\ erfv : in a suspansiv, ounntr 

EUS-pca'STve-neas \-)«vnfis\ 1* -a ; the Quality ot state of 
b*lng suspensive 

Suspensive- veto a : a veto by which a law is merely suspended 
UTttil reconsidered by tho legislature and becomes a law if 
repassed by an ordinary majority 

tus.pon.scud \«» , spen(t)^oid\ « -s (ISV j»spcnsioo + col- 
iota] 1 : a coUoidai system in wTjeh the disperfed paruclea 
ere solid — not . osed scientifically; compare axuusoto I 
2 : a lyophobtc sol (as a gold sol) 

ras'pea.sox \s» 4 spcn(:)sa(r)\ [NX.. Jit.; one that sus- 



Substane* in this state 
in a sol 



louer mrormation <~ judgment 

ige » attainable ^M.R.Cobcn> <yhu ~* 

both bohef and disbelief — T.S.Eliot) Expression was *~wd 



as aho sought his mood, to know wljat to conform to — Louis 
Auchtnclosa) 0 8 : Ha NO <r*ii bis linen to drj- on tho frame 
01 the wagon -^Yao Wyck Brooks) <th« garroctU of prfmitivo 
man was usually a simple robe that covered the body and was 
— td from the shoulders —Morris Pishbein) ed from his 
neck was a medallion — R.H.Br ow D ) <ttie exterior waJJs 
instead of supporting the rool. are "**d from li —Am t r. 
Fabrics}; *$p : to hang so as to be free on all sides except at 
the point of support ; cause to depend a ball by e thread) 
<~ a chandeUer from a ceiUng) 6 ; to cause to be upheld or 
to be kept from falling Or sinkuia by some invisible support 
(as buoyancy) rdust in the au> (panicles — ecf in wator) 
o ; support (the upper part of a rohicle) on 'the whoefa or 
axles by spnngs. or other oVvioes 6 ; to hold riveted in at- 
tention : xeep fixed ot lost (as in wonder Or contemplation) 
<man , is forever ~-td in a floating world of action and 
contemplation — JUehard Eb*rbart> 7 : to fc=op waJtinjio 
Suspense or iodocision £ : to make contingent or dependent 
on or upon ; cowornoN 9 : to bold (a musical note c? tone) 
chord. - »i 1 ; to cease tetcoorarUv 



Over into the following ch< 

from operation or actiWry (tne magaxine ^d} <the" school 
^td tot Uck of finances) 2 : to axop peyraeiii ox fail lo^eet 
Obhaauons Or engagements — used of a business or a bank 
3 o&r a :.to suspend judgment b : to have an apprehension 
or a suspicion 4 a ; hx.no <b*lecn plates ~~in* from the 



Upper jaw — Alaska Sportsman) b : to become held i bus- 
pension (fine particles that ~v rendtly in wazer) flyxi voe 
oeTE*. Exct-voe - Boapend payments : to cease paying 
debts of Obligations — used of n business or a bank 
aaapcriaed ad) £&■.. past part, of suspend) 1 1 temporarUv 
debarred, inactive, inoperative : held in abeyance <~ ofncJalS> 
<^O0«ruction; bank> 2 : held irWuspensloTi hokq. 



^ <tb*rc are few naturaLwaTe^ wg^ to SS contain peoda. L 
at least a small amount cf — m>rr^ ..1- . " 1 ^ ' *" 



ruspessm + or\ 1 



